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DETAILED ACTION 
Response to Amendment 

1 . In the amendment file on January 1 2, 2005, Claims 1 ,9-1 1 and 1 3-20 have been amended 
and Claims 21 and 22 have been added. The currently pending claims considered below are 
Claims 1-22. 

Claim Objections 

2. Claims 9, 10, 14, 15, 18 and 19 are objected to because of the following informalities: 
Claims 9, 10, 14, 15, 18 and 19 recite "an another user". Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 17-20 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 

non-statutory subject matter. Claims 17-20 recite a computer program that is considered a 

nonstatutory functional descriptive material. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3-6, 9, 14, 18 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 
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Claim 3 recites the limitation "the other users" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 4 recites the limitation "the selection" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 5 recites the limitation "the selection" in line 2 and the limitation "the other users" 
in line 3. There is insufficient antecedent basis for these limitations in the claim. 

Claim 6 recites the limitation "the users" in line 2. There is insufficient antecedent basis 
for this limitation in the claim. 

Claim 9 recites the limitation "the above user" in line 7. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 14 recites the limitation "the above user" in line 9. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 18 recites the limitation "the above user" in line 8. There is insufficient antecedent 
basis for this limitation in the claim. 



Claim Rejections - 35 USC § 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



6. Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by Ng (US 6,405,175). 
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Claim 22: Ng discloses a method for providing points based on a retrieval of keywords, 
comprising: 

a. providing information to a first user responsive to selection of keywords (col 5, lines 
34-65 — the products/services reviewed are considered as the keywords); and 

b. assigning at least one point to a second user when the information was provided 
responsive to a keyword search created by the second user (col 8, lines 33-49). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-3, 8, 9, 12-14, 17, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ng (US 6,405,175) in view of Rothstein (US 2002/0188532). 

Claim 1 : Ng discloses a method of providing points based on a retrieval of keywords, the 
method comprising: 

a. presenting keywords to a first user through a network, and storing keywords selected 
by the user into a user-by-keyword management table relating to the user (col 5, lines 
34-65— the products/sen/ices reviewed are considered as the keywords); 

b. presenting keywords to an advertiser through the network, and storing keywords 
selected by the advertiser into an advertiser-by-keyword management table relating to 
the advertiser; 
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c. searching the user-by-keyword management table and the advertiser-by-keyword 
management table for keywords when there has been a request for retrieving the 
keywords from a second user different from the first user through the network, and when 
the requested keywords have been registered both in the user-by-keyword management 
table and the advertiser-by-keyword management table, posting a retrieved result of the 
keywords and advertisement of the corresponding advertiser to the second user through 
the network (col 8, lines 33-49); and 

d. giving points to the first user when the second user has referred to the 
advertisement, and storing these points into a user's-point management table relating to 
the first user (col 8, lines 33-49). 

Ng does not explicitly disclose step b. Ng discloses the use of targeted advertising in 
conjunction with the products and services listed and searched by the user (col 15, lines 43-60). 
In an analogous art, Rothstein recites the use of keyword advertising by associating an ad with 
specific keywords chosen by the advertiser (page 2, parag. 25-37). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to modify 
the method as taught by Ng with keyword advertising. One would have been motivated to 
optimize the efficiency of the targeted advertisement by focusing the selection and ensuing 
delivery of the advertisement to users who are more likely to purchases the items advertised. 

Claim 2: Ng and Rothstein disclose the method of providing points according to the claim 1, 
wherein the points gained by the users are exchanged for a product or a service (Ng: col 9, lines 
23-29). 

Claim 3: Ng and Rothstein disclose the method of providing points according to the claim 1 , 
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wherein the points consist of user points that are generated when the other users have retrieved 
the user-obtained keywords and advertiser points that are generated when the other users have 
referred to the advertisement (Ng: col 5, lines 4-9). 

Claim 8: Ng and Rothstein disclose the method of providing points according to the claim 1, but 
do not explicitly disclose wherein the users who have registered the keywords can select a 
display on the Web or a transmission by e-mail as a method of presenting the advertisement to 
the other users. Rothstein discloses the use of either email or web page as a display means 
(page 2, parag 25-37). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the method as taught by Ng and Rothstein, with 
displaying the advertisement via an email or a web page since it was known in the art that 
different display channels are used to enhance the ways to reach the users. 

Claim 9: Ng and Rothstein disclose a method of providing points comprising: 

a. obtaining keywords that a user can obtain from a server through a network, and 
displaying the obtained keywords at a user's terminal (col 5, lines 34-65); 

b. transmitting keywords that the user has selected from the user's terminal to the 
server (col 5, lines 34-65); 

c. presenting results of retrieval by other user together with advertisement of 
advertisers corresponding to the keywords registered in the server to the other user, 
when an another user different from the above user has retrieved the keywords through 
the network; and 

d. giving points to the user who has obtained the keywords, when the other user has 
referred to the advertisement (col 8, lines 33-49). 
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Ng does not explicitly disclose step c. Ng discloses the use of targeted advertising in 
conjunction with the products and services listed and searched by the user (col 15, lines 43-60). 
In an analogous art, Rothstein recites the use of keyword advertising by associating an ad with 
specific keywords chosen by the advertiser (page 2, parag. 31). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
method as taught by Ng with keyword advertising. One would have been motivated to optimize 
the efficiency of the targeted advertisement by focusing the selection and ensuing delivery of 
the advertisement to users who are more likely to purchases the items advertised. 

Claims 12, 13 and 17 disclose the apparatus, the computer readable medium and the program 
of the method Claim 1 respectively. The prior art of et al. as set forth above in Claim 1 is relied 
upon to reject Claims 12, 13 and 17. 

Claims 14 and 18 disclose the computer readable medium and the program of the method 
Claim 9 respectively. The prior art of et al. as set forth above in Claim 9 is relied upon to reject 
Claims 14 and 18. 

9. Claims 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ng and 
Rothstein as applied to claim 1 above, and further in view of Marks et al. (US 2001/005191 1). 
Claims 4-7: Ng and Rothstein disclose the method of providing points according to the claim 1, 
but do not explicitly disclose the various ways of charging for the keywords. Ng recites the use 
of heuristic rules to improve the obtained results (col 11, lines 43-60). Rothstein discloses an 
accounting manager to maintain the records of the transactions and the compensation 
information (page 2, parag. 25 and 35). In an analogous art, Marks et al. recites the use of 
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keyword advertising by associating an ad with specific keywords chosen by the advertiser in a 
search engine setting that includes different charged rates for each keyword (page 2, parag. 23- 
28). Furthermore, the fee structure is seen as a design decision which is given little, if any, 
patentable weight. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the method as taught by Ng and Rothstein to include a fee 
structure for charging the keywords. One would have been motivated to implement a payment 
scheme in order to attract advertisers by giving the advertisers a decision choice depending on 
the revenue, viewing experience and traffic stream pattern. 

10. Claims 10, 11, 15, 16, 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rothstein (US 2002/0188532) in view of Ng (US 6,405,175). 
Claim 10: Rothstein discloses a method of providing points comprising: 

a. obtaining keywords that an advertiser can obtain from a server through a network, 
and displaying the obtained keywords at advertiser's terminal (page 2, parag. 25-37); 

b. transmitting keywords that the advertiser has selected from the advertiser's 
terminal to the server (page 2, parag. 25-37); 

c. presenting results of retrieval of keywords by user together with advertisement of 
the advertiser to the user, when the user has retrieved the keywords (page 2, parag. 
25-37); and 

d. giving points to an another user who has obtained the keywords stored in the 
server, when the user who has retrieved the keywords have referred to the 
advertisement. 

Rothstein does not explicitly disclose step d. Rothstein discloses compensating a third party for 
helping in the advertisement display (page 2, parag. 37). In an analogous art, Ng discloses the 
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use of targeted advertising in conjunction with the products and services referred by a first user 
and searched by a second user (col 5, lines 34-65 and col 15, lines 43-60). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the method as taught by Rothstein with keyword referral. One would have been 
motivated to optimize the efficiency of the targeted advertisement by compensating the referral 
effort of a user thus enhancing the delivery of the advertisement to users who are more likely to 
purchases the items advertised. 

Claim 1 1 : Rothstein discloses a method of providing points based on a retrieval of keywords, 
the method comprising: 

a. displaying retrieved results of keywords together with advertisement of advertiser 
corresponding to the keywords at user's terminal, when the user has retrieved the 
keywords from the user's terminal through a network (page 2, parag. 25-37); and 

b. giving points to an another user who has selected the keywords, when the 
keyword-retrieved user has referred to the displayed advertisement. 

Rothstein does not explicitly disclose step b. Rothstein discloses compensating a third party for 
helping in the advertisement display (page 2, parag. 37). In an analogous art, Ng discloses the 
use of targeted advertising in conjunction with the products and services referred by a first user 
and searched by a second user (col 5, lines 34-65 and col 15, lines 43-60). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the method as taught by Rothstein with keyword referral. One would have been 
motivated to optimize the efficiency of the targeted advertisement by compensating the referral 
effort of a user thus enhancing the delivery of the advertisement to users who are more likely to 
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purchases the items advertised. 

Claims 15 and 19 disclose the computer readable medium and the program of the method 
Claim 10 respectively. The prior art of et al. as set forth above in Claim 10 is relied upon to 
reject Claims 15 and 19. 

Claims 16 and 20 disclose the computer readable medium and the program of the method 
Claim 1 1 respectively. The prior art of et al. as set forth above in Claim 1 1 is relied upon to 
reject Claims 16 and 20. 

11. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rothstein (US 
2002/0188532) in view of Marks et al. (US 2001/005191 1). 

Claim 21: Rothstein discloses a method for conducting charged-keyword selling to advertisers, 
comprising: 

a. retrieving keywords for which registration of advertisers is possible (page 2, parag. 
25-37); 

b. disclosing the keywords as a list of charged keywords (page 2, parag. 25-37); 

c. allowing the advertisers to select optional charged keywords from the list of the 
charged keywords and to apply for the registration of the charged keywords; 

d. setting content of contracts made by the advertisers and a provider of the method 
(page 2, parag. 25-37); and 

e. receiving advertising data corresponding to the charged keywords from the 
advertisers (page 2, parag. 25-37). 
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Rothstein does not explicitly disclose step c. In an analogous art, Marks et al. recites the use of 
keyword advertising by associating an ad with specific keywords chosen by the advertiser in a 
search engine setting that includes different charged rates for each keyword (page 2, parag. 23- 
28). It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the method as taught by Rothstein to include a listing of charged keywords 
available to the advertisers. One would have been motivated to allow the advertisers to choose 
keywords in order to attract advertisers by giving the advertisers a decision choice to optimize 
the correlation with the targeted audience. 



Response to Arguments 

12. Applicant's arguments, see pages 9-13, filed January 12, 2005, with respect to the 
rejection(s) of claim(s) 1-20 under 103(a) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made in view of Ng, Rothstein and Marks et al. (see rejections above). 



Conclusion 

13. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tri V. Nguyen whose telephone number is (571) 272-6965. The examiner 
can normally be reached on M-F 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029 and Eric Stamber can be 
reached on (571) 272-6724. The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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